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DETAILED ACTION 
Election/Restrictions 

Applicant's election without traverse of Group I (claims 1-9 and 12) in the reply filed on 
7/3 1/08 is acknowledged. However, examiner withdraws the restriction between Groups I and II 
and examines those two groups together. Thus, claims 1-12 and examined, and claims 13-17 are 
withdrawn from consideration as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, it is unclear what patentable weight to give to "projections extending in a 
circumferential direction" - since all projections (even random projections) are along at least one 
circumference of the substrate surface at a particular radial distance. Since these are method 
claims, is there a particular method step that imparts a special type of circumferential texture? 
Or, would any polishing step give circumferential textures? Are all the textures the same/similar 
along any one circumference? 



Claim Rejections - 35 USC §103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ikeda et al 
(US 6,553,788 Bl) in view of Fujimura et al (US 6,668,587 B2). 
Ikeda discloses a method comprising: 

forming a surface layer ("alteration layer", col.4, lines 7-12, "Process B" - col. 8, lines 44- 
48) on a surface of a disk-shaped glass plate (col. 8, line 36) having a predetermined composition 
(plate composition) and a predetermined chemical resistance (plate chemical resistance), with the 
surface layer having a composition (surface layer composition) differing from the plate 
composition (inherent in the alteration layer since the surface has been etched, col. 3, lines 9-16) 
and a chemical resistance (surface layer chemical resistance) that is lower than the plate chemical 
resistance (inherent since the surface has been etched, and there is simultaneous removal and 
formation of a non-uniform surface layer, col.4, lines 8-12); 

scrubbing ("Process D" col.8, line 58, col.7, lines 51-55) the surface with a scrub 
member (pad is expected to be the same as in the second embodiment, col. 12, lines 22-57, 
Fig.3A-4D) to form a texture including a number of projections (a "fine texture", col.7, line 53) 
extending in a circumferential direction (inherent since scrubbing is the same process as the 
instant invention, i.e., rotation of a disk-shaped glass plate and scrubbing with a pad that has a 
length corresponding to the width of the plate, textures are expected to be formed in a 
circumferential direction, see for example Fig.3A-3C); and 
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selectively removing an upper portion of the surface layer that is part of the plurality of 
projections with an etching liquid (alkaline etching liquid, col.8, lines 59-61). 

Ikeda fails to disclose that the scrubbing includes an abrasive. Fujimura teaches that after 
the usual magnetic disk processing steps (Ikeda discloses magnetic disk processing steps), (col.4, 
lines 14-24), that it is useful to improve cleaning by including an abrasive in the scrub-cleaning 
process (col.4, line 66-col.5, line 7). Therefore, it would have been obvious to one with ordinary 
skill in the art to include an abrasive in the scrubbing process of Ikeda because Fujimura teaches 
that it improves the cleaning effect of scrubbing. 

As to the selective removal of the upper portion, this is inherent in the modified method 
of Ikeda because the same steps are conducted as in the instant invention. Thus although Ikeda 
may not recognize that the alkaline etching removes an upper surface portion, it is expected to 
inherently remove the upper portion since the alkaline etching step follows the surface layer 
formation and scrubbing steps. 

As to claim 2, Ikeda discloses an alkaline etching liquid (col.8, lines 59-61). 

As to claim 3, Ikeda discloses a glass substrate (col.5, lines 19-59) and said forming a 
surface layer includes decreasing the ingredient ratio of at least one component (col.5, lines 32- 
34) excluding silicon oxide so that the ingredient ratio of silicon oxide in the surface layer is 
greater than that in a portion excluding the surface layer (inherently by the hydrofluoric acid 
etching process). 

As to claim 4, Ikeda discloses aluminum oxide and alkaline earth metal oxides (col.5, 
lines 43-50). 
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As to claim 5, since Ikeda has the same steps as the instant invention, the surface layer is 
expected to have at least a similar thickness as that cited. Still further, Ikeda recognizes that an 
alteration layer is formed and removed (col.4, lines 7-12) and that etching conditions should be 
modified to achieve the desired surface profiles (texture roughness, col.4, lines 13-63). Since the 
two depend on each other (alteration layer formation/removal and texture roughness), the surface 
layer thickness is a result-effective variable. It would have been obvious to one with ordinary 
skill in the art to vary the surface layer thickness to that cited because the surface layer thickness 
appears to reflect a result-effective variable which can be optimized. See MPEP 2144.05 IIB. 

As to claim 6, Ikeda discloses to immerse the glass plate in a strong acid solution (col. 8, 
lines 44-48). However a different embodiment suggests to use a pH of less than three (col. 13 
lines 50-54) and that the pH is a result effective variable since solubility of elements of glass 
increases (col.13, lines 53-54). It would have been obvious to one with ordinary skill in the art 
to vary the pH to that cited because the pH appears to reflect a result-effective variable which 
can be optimized. See MPEP 2144.05 IIB. 

Further as to claim 6, Ikeda discloses that the alkaline solution has a pH of 1 1 (col.8, line 
60), which is within the cited range. 

As to claim 7, forming said texture as cited is inherent in the modified method of Ikeda 
because the same steps are conducted as in the instant invention. Thus although Ikeda may not 
recognize that the scrubbing reaches a lower layer, it is expected to do so since the scrubbing 
follows surface layer formation. 
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As to claim 8, see the rejection of claims 1-6, which have surface layer formation, 
immersing, dissolving of alkaline earth metal oxides, immersing in strong alkaline solution and 
etching as a result effective variable to optimize for best results (surface roughness). 

As to claim 9, forming said ingredient ratio as cited is inherent in the modified method of 
Ikeda because the same steps are conducted as in the instant invention. Thus although Ikeda may 
not recognize the ingredient ratio as cited, it is expected to be at least similar since the same glass 
(an aluminosilicate) is processed as in the instant invention. 

As to claim 10, see the rejection of claim 1 . Further, Ikeda discloses polishing the glass 
plate to form a smooth surface ("Process A," col.8, lines 40-43). Flat upper surfaces are inherent 
since the same method steps are conducted as in the instant invention. 

As to claim 1 1, see the rejection of claim 1. 

As to claim 12, a second thickness less than a first thickness is inherent since the same 
method steps are conducted and the same final product appears to result (average surface 
roughness of 1.1 nm, and asperity of about 10, Table 1, Ex.1.) 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-12 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 7-18 of copending Application No. 
10/532,564. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the "altered surface layer" of '564 is the same as the "surface layer" of 
the instant invention, and the compositions and chemical resistances are expected to be similar 
since '564 uses an acidic solution, which is the same as the instant invention. The "grinding" of 
'564 is the same as the "scrubbing" of the instant invention, and "alkaline washing" is expected 
to remove upper portions as in the instant invention since it is a strong alkaline solution, which is 
the same as the instant invention. It would have been obvious to circumfercntially form textures 
as cited in the method of '564 because that would give information recording media radial 
symmetry to improve recording. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The cited art shows methods of processing to form information recording media. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anita K. Alanko whose telephone number is 571-272-1458. The 
examiner can normally be reached on Mon-Fri until 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on 571-272-1465. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Anita K Alanko/ 

Primary Examiner, Art Unit 1792 



